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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, Species IV in the reply filed on July 
31, 2006 is acknowledged. Applicants request Species l-IV be combined into a single 
species. The apparatus claims of Group I contain the following patentably distinct 
species: 

I. Species I depicted in Figures 1-18, having a suture engaging section and 
a bone (or anatomical) engaging section. 

II. Species II depicted in Figures 19-26, having a suture protection portion on 
the bone engaging portion, and an engaging portion on the suture 
engaging portion for engaging the bone engaging portion. 

Species I has been modified to contain Species l-IV of the previous office action (dated 
July 2, 2003) as requested, and Species II has been modified to contain Species V-VII 
of the previous office action. If Species l-IV are combined into a single species (Species 
I), Applicants submitted to elect such a species for examination. Therefore, Applicants 
elect with traverse Group I, Species I. 

2. The traversal is on the ground(s) that the Species were not shown to be 
patentably distinct and that there would be no serious burden placed on the examiner. 
This is not found persuasive. Species I and II are directed to related products. The 
related inventions are distinct if the inventions as claimed do not overlap in scope, i.e., 
are mutually exclusive; the inventions as claimed are not obvious variants; and the 
inventions as claimed are either not capable of use together or can have a materially 
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different design, mode of operation, function, or effect. See MPEP § 806.05(j). Species I 
comprises a bone (or anatomical) engaging section and a suture engaging section. 
Species II comprises a suture protection portion on the bone engaging portion, and an 
engaging portion on the suture engaging portion for engaging the bone engaging 
portion. Therefore, the related inventions as claimed do not overlap in scope, i.e., are 
mutually exclusive. Since the related inventions do not overlap in scope different search 
queries would be employed, thus requiring a different field of search (see MPEP § 
808.02), which places a serious burden on Examiner. 

Regarding the election of Group I, Applicants did not provide ground(s) for 
traversal. 

The requirement is still deemed proper and is therefore made FINAL. 

3. Claims 10-18, 28-29, and 36-38 are withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b), as being drawn to a nonelected Species II, there being no 
allowable generic or linking claim. Contrary to applicant's remark, claim 25 reads on 
Species II. Since claims 26-27 and 30-35 depend on claim 25, they also read on 
Species II. Therefore, claims 25-27 and 30-35 are also withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b), as being drawn to a nonelected Species II. 
Applicant timely traversed the restriction (election) requirement in the reply filed on July 
31,2006. 

Drawings 

4. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
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description: 44a in paragraphs 44 and 45, and 134a in paragraph 51. Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Specification 

5. The specification is objected to because of the following informalities: Element 
124 has been defined as the "suture passage" on page 13, line 1. It is then referenced 
as the "first suture eyelet" on page 13, lines 9-10. Revise the sentence beginning on line 
8 and ending on line 10. Appropriate correction is required. 

6. The specification is objected to because of the following informalities: The 
"second suture passage portion" has been defined as element 134b on page 13, line 
18. The "second suture passage portion" is referenced as element 1324b on page 13, 
line 19. Change "1324b" to -134b-. Appropriate correction is required. 
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Claim Objections 

7. Claim 7 is objected to because of the following informalities: it contains the 
improper limitation "said eyelet" in line 3. Insert -second- between "said" and "eyelet." 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-7, 9, 19-21, and 23-24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Boock et al. (Publication No. U.S. 2004/0254580 A1). 

Regarding claim 1, Boock et al. disclose a suture anchor (Figure 1A, element 10) 
comprising a bone engaging section (12) formed along a bone engaging axis (A), a 
bone engaging structure (thread 14) formed along the bone engaging section (12) 
defining a maximum diameter (d 2 ) of the suture anchor (10), a suture engaging section 
(16) extending from the bone engaging section (12) defining a diameter (x 2 ) less than 
the maximum diameter (since x 2 is less than or equal to d 1? which is less than or equal 
to d 2 ; paragraph 24), and an eyelet (18a-d) formed in the suture engaging section (16) 
to allow a seated portion of a suture to pass through (via suture passage 26) and extend / 
from the suture engaging section (16) generally along the axis (since the suture sits 



Application/Control Number: 10/612,515 Page 6 

Art Unit: 3731 

flush or sub-flush with suture engaging portion 16 as it extends out through proximal 
surface 16c; paragraph 27). Figure 1B shows a suture passage (26) defined by the 
suture engaging section (16). The selected portion of the suture remains substantially 
within the maximum diameter (d 2 ) of the suture anchor (10) since the suture sits flush or 
sub-flush with the suture engaging portion (16), which has a diameter (x 2 ) less than that 
of the maximum diameter (d 2 ). 

Regarding claim 2, Boock et al. disclose the bone engaging section (12) and 
suture engaging section (16) are substantially integrally formed as a single unit 
(paragraph 24). 

Regarding claim 3, Boock et al. disclose the material of the single unit is selected 
from a group including stainless steel, cobalt chromium alloys, bio-absorbable polymers, 
and combinations thereof (metal or plastic, including metal alloys and absorbable 
polymers; paragraph 36). 

Regarding claim 4, Figure 1A shows the bone engaging structure (14) includes a 
thread (bone engaging thread; paragraph 22) formed along the bone engaging section 
(12), wherein a maximum diameter (d 2 ) of the thread (14) defines a maximum diameter 
of the suture anchor (10). 

Regarding claim 5, Figure 1A shows the thread (14) is formed only on the bone 
engaging section (from proximal end 12a of bone engaging section 12 to the distal end 
12b of the bone engaging section 12). 

Regarding claim 6, Boock et al. disclose the suture anchor as described above 
wherein the eyelet (18a-d) is substantially exposed and accessible after implantation of 
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the suture anchor (driver tool is removed exposing the suture anchor and sutures 
extending therefrom; paragraph 31), since the eyelet (18a-d) extends through the 
proximal surface (16c) of the suture engaging section (16). The phrase "said suture 
engaging section is able to be substantially disposed below an exterior surface of a 
boney structure after implantation" is a functional limitation and the suture engaging 
section (16) disclosed by Boock et al. is inherently capable of performing the function as 
ciaimed. Since the suture anchor (10) can be twisted until a desired depth is reached 
(paragraph 31) and the suture is exposed through the proximal surface (16c) of the 
suture anchor (10) upon removal of the driver tool (paragraph 31), the suture engaging 
section (16) disclosed by Boock et al. is inherently capable of being substantially 
disposed below an exterior surface of a boney structure after implantation. 

Regarding claim 7, Boock et al. disclose the eyelet (18a-d) includes at least a 
first eyelet (18a) and a second eyelet (18b), wherein the suture passage (26) connects 
the first eyelet (18a) and the second eyelet (18b) such that the suture may be passed 
through the first eyelet (18a), through the passage (26), and through the second eyelet 
(paragraphs 25-26) and be held substantially within the suture engaging section (suture 
seats flush or sub-flush with the suture engaging section 16; paragraph 27). 

Regarding claim 9, Boock et al. disclose the suture passed through the suture 
passage (26) is passed substantially only through the suture engaging section, since 
the suture passage (26) extends virtually in any direction through the suture engaging 
section (paragraph 25), not the bone engaging section (12). 

Regarding claim 19, Boock et al. disclose a suture anchor (Figure 1A, element 
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10) to provide fixation of a suture in a selected anatomical portion (bone; paragraph 31). 
Boock et al. disclose the suture anchor (10) comprises an anatomical engaging section 
(12) having an anatomical engaging portion (14), a suture engaging section (16) 
extending from the anatomical engaging section (12), wherein the suture engaging 
section (16) defines a first suture eyelet (18a) and a second suture eyelet (18b). Figure 
1B shows a suture passage (26) defined by the suture engaging section (16) 
interconnecting the first suture eyelet (18a) and second suture eyelet (18b) to 
substantially hold a suture relative to the anatomical engaging section (the suture sits 
flush or sub-flush with the suture engaging portion 16; paragraph 27). The phrase "said 
suture engaging section is adapted to be positioned generally within a selection portion 
of said selected anatomical portion" is a functional limitation and the suture engaging 
section (16) disclosed by Boock et al. is inherently capable of performing the function as 
claimed. Since the suture anchor (10) can be twisted until a desired depth is reached 
(paragraph 31) and the suture is exposed through the proximal surface (16c) of the 
suture anchor (10) upon removal of the driver tool (paragraph 31), the suture engaging 
section (16) disclosed by Boock et al. is inherently capable of being positioned generally 
within a selection portion of the selected anatomical portion. 

Regarding claim 20, Boock et al. disclose the anatomical engaging section (12) 
and suture engaging section (16) are generally formed as a single piece of a single 
material (paragraph 36). 

Regarding claim 21, Figure 1A shows the anatomical engaging portion (14) 
extends only along the anatomical engaging portion (from proximal end 12a of 
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anatomical engaging section 12 to the distal end 12b of the anatomical engaging 
section 12). 

Regarding claim 23, Boock et al. disclose a suture is positioned through the first 
eyelet (18a), the suture holding passage (26), and the second suture eyelet (18b) such 
that the suture is generally able to at least extend from the suture engaging section (16) 
generally parallel and along an axis (A) of the anatomical engaging section (12), since 
the suture sits flush or sub-flush with the suture engaging portion (16) as it extends out 
through the proximal surface (16c) of the suture anchor (paragraph 27). 

Regarding claim 24, the phrase "said anatomical engaging section and said 
suture engaging section are adapted to be substantially received within the selected 
anatomical portion such that said suture engaging section is generally co-extensive with 
an exterior portion of said selected anatomical portion" is a functional limitation, and the 
anatomical (12) and suture (16) engaging sections disclosed by Boock et al. are 
inherently capable of performing the function as claimed. Since the suture anchor (10) 
can be twisted until a desired depth is reached (paragraph 31) and the suture is 
exposed through the proximal surface (16c) of the suture anchor (10) upon removal of 
the driver tool (paragraph 31), the anatomical (12) and suture (16) engaging sections 
disclosed by Boock et al. are inherently capable of being substantially received within 
the selected anatomical portion such that said suture engaging section (16) is generally 
co-extensive with an exterior portion of said selected anatomical portion. 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claims 8 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boock et al. in view of Sinnott et al. (Publication Number U.S. 2003/0144696 A1). 

Regarding claim 8, Boock et al. disclose a suture anchor as described above, 
however, Boock et al. do not disclose the suture passage allows the suture to be 
passed to an exterior of the suture engaging section at a point other than the first and 
second eyelets. Like Boock et al., Sinnott et al. disclose a suture anchor (Figure 2, 
element 10). Unlike Boock et al., Sinnott et al. teach a passage (48) that allows a suture 
to be passed to an exterior of a suture engaging section (portion containing suture) at a 
point other than a first (45) or second (47) eyelet (a portion of suture may project from 
passage 48, which would constitute being "an exterior of a suture engaging portion"; 
paragraph 62), in order to facilitate ease in manufacture and to enable easy threading of 
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the suture in and out of the eyelets (45 and 47; paragraph 61). Therefore, to construct 
the suture anchor of Boock et al. wherein the suture passage allows the suture to be 
passed to an exterior of the suture engaging section at a point other than the first and 
second eyelets as taught by Sinnott et al. would have been obvious to one of ordinary 
skill in the art at the time the invention was made in order to facilitate threading of the 
suture. 

Regarding claim 22, Boock et al. disclose a suture anchor as described above, 
however, Boock et al. do not disclose the suture holding passage includes a first 
passage section and a second passage section formed at an angle relative to each 
other to have an exterior angle of at least 90 degrees. Like Boock et al., Sinnott et al. 
disclose a suture anchor (Figure 2, element 10). Unlike Boock et al., Sinnott et al. teach 
the suture holding passage (48) includes a first passage section (41) and a second 
passage section (59, with a first end 52 and a second end 54) that form an angle 
relative to each other to have an exterior angle of at least 90 degrees (the passage 48 is 
U-shaped having first 41, second 59, and third 42 passages; Figure 2 shows the angle 
between the first 41 and 59 second passage is approximately 135 degrees) in order to 
further enable easy threading of the suture in and out of the eyelets (45 and 47; 
paragraph 61). Therefore, to construct the suture anchor of Boock et al. wherein the 
suture holding passage includes a first passage section and a second passage section 
formed at an angle relative to each other to have an exterior angle of at least 90 
degrees as taught by Sinnott et al. would have been obvious to one of ordinary skill in 
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the art at the time the invention was made in order to further facilitate threading of the 
suture. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melanie Tyson whose telephone number is (571) 272- 
9062. The examiner can normally be reached on Monday through Thursday 7:30 a.m. - 
5:00 p.m., alternate Fridays 7:30 a.m. - 4:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on (571) 272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Melanie Tyson 
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August 15, 2006 
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